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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Broschke (2,663,185), in view of Batsch et al. (3,781,020), hereinafter Batsch, Kobayashi 
et al. (5,785,039), hereinafter Kobayashi, Applicant's admitted prior art (the Declaration 
of Mr. Dilip Shah filed on 02/09/2009), and Ziegel (4,560,853). 

Regarding claims 1 and 13, Broschke teaches an indenting tool comprising a 
shank 10 and a diamond tip 11. See Fig. 5. 

Broschke does not teach the diamond tip being mounted to the tip end within 8 
degrees of a <17, 12, 24> direction. 

According to the Mr. Shah's declaration (see Fig. 1), the <17, 12, 24> direction is 
inherent in a diamond stone. 

Batsch and Kobayashi teach that it is well known to one skilled in the art to find 
directions in a diamond that has high and low wear resistant properties so that the 
diamond can be shaped accordingly. 

Since the < 17, 12, 24> direction is inherent in a diamond, it would have been 
obvious to one skilled in the art at the time the invention was made to do repeated 
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experiments as taught by Batsch and Kobayashi to find the claimed <17, 12, 24> 
direction and shape the diamond tip accordingly so that the diamond tip has a high wear 
resistant property. 

Broschke does not teach how the diamond tip is secured to the shank. 

Ziegel teaches a diamond tip being secured to a shank by a braze material. 

Therefore, it would have been obvious to one skilled in the art at the time the 
invention was made to secure the diamond tip of Broschke to its shank by a braze 
material as taught by Ziegel. 

Regarding claim 2, it is well known in the art that the shank 10 is made of steel. 

Regarding claims 3 and 4, a head of the shank is best seen Fig. 5. 

Regarding claims 5 and 6, Batsch and Kobayashi teach the use of single crystal 
diamond stone. 

Regarding claim 7, Broschke teaches the invention substantially as claimed but is 
silence on whether the diamond is synthetic or natural. However, choosing a synthetic 
diamond or a natural diamond to manufacture a diamond tip is not patentably distinct 
over prior art since it involves cost analysis, the availability of natural diamond and 
synthetic diamond and market demand. 

Regarding claim 8, see Fig. 1. 

Regarding claim 9, Broschke teaches the invention substantially as claimed 
except for the conical point forming a 90 degree angle. 

At the time the invention was made, it would have been an obvious matter of 
design choice to one skilled in the art to provide a 90 degree angle conical point to the 
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indenter because the Applicant has not disclosed that such particular angle of the conical 
point provides an advantage, is used for a particular purpose, or solves a stated problem. 
One of ordinary skill in the art, furthermore, would have expected Applicant's invention 
to perform equally well with the 120 degree angle conical point of Broschke because both 
conical points can make an indent on a surface. 

Therefore, it would have been an obvious matter of design choice to modify the 
conical point of Broschke by providing a 90 degree angle conical point to the indenter to 
obtain the invention as specified in claim 9. 

Regarding claim 10, a 120 degree included angle conical point is best seen in Fig. 

5. 

Regarding claim 1 1 , Broschke teaches the invention substantially as claimed 
except for the diamond being secured to the shank by a brazing method. 

Ziegel teaches securing a diamond tip to a shank by using a brazing method to 
provide a strong bond between the diamond and the shank. 

Therefore, it would have been obvious to one skilled in the art at the time the 
invention was made to secure the diamond tip of Broschke to the shank by using a 
brazing method as taught by Ziegel to create a strong bond between the diamond and the 
shank. 

Regarding claim 12, see Fig. 5. 

Regarding claim 14, Broschke teaches a method capable of making an indenting 
tool comprising the steps of: 

-providing a shank 10 having an end; 
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-providing a diamond 1 1 ; 

-positioning the diamond in a wear resistant position; and 
-securing the diamond to the end of the shank. 
See Fig. 5. 

Broschke does not teach the diamond being mounted to the tip end within 8 
degrees of a <17, 12, 24> direction. 

According to the Mr. Shah's declaration (see Fig. 1), the <17, 12, 24> direction is 
inherent in a diamond stone. 

Batsch and Kobayashi teach that it is well known to one skilled in the art to find 
directions in a diamond that has high and low wear resistant properties so that the 
diamond can be shaped accordingly. 

Since the <17, 12, 24> direction is inherent in a diamond, it would have been 
obvious to one skilled in the art at the time the invention was made to do repeated 
experiments as taught by Batsch and Kobayashi to find the claimed <17, 12, 24> 
direction and shape the diamond tip accordingly so that the diamond tip has a high wear 
resistant property. 



Response to Arguments 
3. Applicant's arguments filed 06/30/2009 have been fully considered but they are 

not persuasive. 

The Applicant argues that there is no suggestion of all elements in the claims and 
support for the conclusion of obviousness. This argument is not persuasive. The 
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combination of Broschke, Batsch, Kobayashi, Ziegel and AAPA teaches all the claimed 
elements and the support for the conclusion of obviousness is presented in the rejection. 

The Applicant argues that Broschke, Batsch and Kobayashi are non-analogous art. 
This argument is not persuasive. In response to applicant's argument that Broschke, 
Batsch, Kobayashi are nonanalogous art, it has been held that a prior art reference must 
either be in the field of applicant's endeavor or, if not, then be reasonably pertinent to the 
particular problem with which the applicant was concerned, in order to be relied upon as 
a basis for rejection of the claimed invention. See In re Oetiker, 977 F.2d 1443, 24 
USPQ2d 1443 (Fed. Cir. 1992). In this case, Broschke, Batsch and Kobayashi are 
pertinent to the particular problem with which the Applicant was concerned which are the 
indenting tool and shaping a diamond at certain planes to increase the structure strength 
of the diamond. Broschke teaches a diamond indenting tool and Batsch and Kobayashi 
teach shaping a diamond at certain planes to increase the structural strength of the 
diamond. 

Applicant's arguments with respect to the brazing material have been considered 
but are moot in view of the new ground(s) of rejection. 

The Applicant argues that Mr. Shah's declaration is not a prior art. This argument 
is not persuasive. The direction <17, 12, 14> is an intrinsic property of a diamond as 
discussed in Mr. Shah's declaration. Therefore, it is a prior art. The issue is whether it is 
obvious to one skilled in the art to find the direction <17, 12, 14>. Batsch and Kobayashi 
teach that it is well known to one skilled in the art to find directions in a diamond that has 
high and low wear resistant properties so that the diamond can be shaped accordingly. 
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Therefore, it would have been obvious to one skilled in the art at the time the invention 
was made to do repeated experiments to find the claimed <17, 12, 24> direction. 



Conclusion 

4. Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to PHONG H. NGUYEN whose telephone number is 
(571)272-4510. The examiner can normally be reached on Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Boyer Ashley can be reached on 571-272-4502. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



/Phong H Nguyen/ 
Examiner, Art Unit 3724 
November 4, 2009 



